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DETAILED ACTION 

1 . This Office Action is in response to the Amendment After-Final filed 6/12/07. 
Claims 17 and 21 have been cancelled and new claim 22 has been added. Claims 1- 
16, 18-20, and 22 are currently pending in the application. 

2. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 9 recites the limitation "said routing step (S5)". There is insufficient ' 
antecedent basis for this limitation in the claim. It is recommended that claim 9 be 
amended to remove this limitation. 

Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office- action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-4, 6-9, 11-14, 16, 18, 19, and 22 rejected under 35 U.S.C. 102(e) as 
being anticipated by Dispensa et al. (U.S. Pat. 6636501 B1), 

With respect to claims 1,11, and 16, Dispensa et al. discloses an apparatus in 
a system (See column 5 lines 50-61 and Figure 2 of Dispensa et al. for reference to 
a module 23, which is an apparatus in a system). Dispensa et al. also discloses a 
storing unit configured to store a pre-defined list of rules for detecting packets and a 
detecting unit configured to detect special data packets in a received plurality of data 
packets based on the pre-defined list of rules (See column 8 lines 33-43 and Figure 6 
of Dispensa et al. for reference to module 23 having a unit to store rules and a 
unit to use the stored rules to detect packets in step 61). Dispensa et al. further 
discloses a routing unit configured to request instructions for the special data packets 
detected and route the special data packets in accordance with instructions received on 
request (See column 8 line 33 to column 9 line 2 and Figure 6 of Dispensa et al. for 
reference to module 23 requesting instructions in steps 62 and 65 and for 
reference to module 23 routing packets in accordance with received instructions 
in steps 64, 69, and 71). Dispensa et al. also discloses an internal entity configured to 
store instructions for the special data packets wherein the routing unit is configured to 
notify the internal entity of detected special packets and request instructions (See 
column 6 lines 42-56, column 8 lines 33-43, and Figure 6 of Dispensa et al. for 



Application/Control Number: 10/070,212 Page 4 

Art Unit: 2616 

reference to the module 23 having a cache memory, which is an internal entity, 
storing instructions for routing data packets and receiving request for 
instructions in step 62). Dispensa et al. further discloses an external entity configured 
to determine and update the instructions stored in the internal entity during active 
operations (See column 5 line 62 to column 6 line 7, column 8 lines 57-63, and 
Figures 2 and 6 of Dispensa et al. for reference to main router module 22, which is 
an entity external to module 23, determining routing instructions and updating 
the cache of module 23 in step 68 during active operations). 

With respect to claims 6 and 22, Dispensa et al. discloses a method performed 
by a computer program implemented on a computer readable medium (See the 
abstract and column 7 lines 5-15 of Dispensa et al. for reference to a routing 
method performed by software implemented on a microprocessor). Dispensa et 
al. also discloses storing a pre-defined list of rules for detecting special data packets 
and detecting special data packets in a received plurality of data packets based on the 
rules (See column 8 lines 33-43 and Figure 6 of Dispensa et al. for reference to 
module 23 storing rules and using the stored rules to detect packets in step 61). 
Dispensa et al. further discloses requesting instructions for the detected special data 
packets and routing the packets in a data network in accordance with instructions 
received (See column 8 line 33 to column 9 line 2 and Figure 6 of Dispensa et al. 
for reference to module 23 requesting instructions in steps 62 and 65 and for 
reference to module 23 routing packets in accordance with received instructions 
* in steps 64, 69, and 71). Dispensa et al. also discloses notifying an internal entity of 
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the detected special data packets and requesting instructions for the packets from the 
internal entity (See column 6 lines 42-56, column 8 lines 33-43, and Figure 6 of 
Dispensa et al. for reference to the module 23 having a cache memory, which is 
an internal entity, storing instructions for routing data packets and receiving 
request for instructions in step 62). Dispensa et al. further discloses an external 
entity determining and updating the instructions stored in the internal entity during active 
operations (See column 5 line 62 to column 6 line 7, column 8 lines 57-63, and 
Figures 2 and 6 of Dispensa et al. for reference to main router module 22, which is 
an entity external to module 23, determining routing instructions and updating 
the cache of module 23 in step 68 during active operations). 

With respect to claim 18, Dispensa et al. discloses a network element (See 
column 5 lines 50-61 and Figure 2 of Dispensa et al. for reference to a module 23, 
which is a network element). Dispensa et al. also discloses a routing unit configured 
to request instructions for special data packets detected by a detecting unit and route 
the special data packets in accordance with instructions received on request (See 
column 8 line 33 to column 9 line 2 and Figure 6 of Dispensa et al. for reference to 
module 23 requesting instructions in steps 62 and 65 and for reference to module 
23 routing packets in accordance with received instructions in steps 64, 69, and 
71). Dispensa et al. also discloses the routing unit is configured to notify an internal 
entity of detected special packets and request instructions for the packets from the 
internal entity (See column 6 lines 42-56, column 8 lines 33-43, and Figure 6 of 
Dispensa et al. for reference to the module 23 having a cache memory, which is 
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an internal entity, storing instructions for routing data packets and receiving 
request for instructions in step 62). Dispensa et al. further discloses the routing unit 
notifying an external entity of detected packets and requesting instructions from the 
external entity instead of the internal entity (See column 5 line 62 to column 6 line 7, 
column 8 lines 51-56, and Figures 2 and 6 of Dispensa et al. for reference to main 
router module 22, which is an entity external to module 23, receiving a request for 
instructions from module 23 in step 65). 

With respect to claims 2, 7, and 12, Dispensa et al. discloses the routing unit 
notifying the external entity of detected packets and requesting instructions from the 
external entity instead of the internal entity (See column 5 line 62 to column 6 line 7, 
column 8 lines 51-56, and Figures 2 and 6 of Dispensa et al. for reference to main 
router module 22, which is an entity external to module 23, receiving a request for 
instructions from module 23 in step 65). 

With respect to claims 3, 8, and 13, Dispensa et al. discloses the external 
entity determining and updating the rules stored in the internal entity during active 
operations (See column 5 line 62 to column 6 line 7, column 8 lines 57-63, and 
Figures 2 and 6 of Dispensa et al. for reference to main router module 22, which is 
an entity external to module 23, determining routing rules and updating the rules 
of module 23 in step 68 during active operations). 

With respect to claims 4, 9, 14, and 19, Dispensa et al. discloses modifying the 
special data packets in accordance with received instructions (See column 8 lines 44- 
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50 and Figure 6 of Dispensa et al. for reference to adding an adapter number and 
a port number to a data packet according to received instructions). 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 5, 10, 15, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dispensa et al. in view of Mori (U.S. Pat. 5751799). 

With respect to claims 5, 10, 15, and 20, Dispensa does not disclose an 
external charging entity. 

With respect to claims 5, 10, 15, and 20, Mori, in the field of communications, 
discloses using an external charging entity (See column 23 lines 13-20 and Figure 23 
of Mori for reference to a packet routing network including a charging function 
unit 90B, which is an external charging entity). Using an external charging entity 
has the advantage of allowing customers to be charged for network usage. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention, when presented with the.work of Mori, to combine using an external charging 
entity, as suggested by Mori, with the system and method of Dispensa et al., with the 
motivation being to allow customers to be charged for network usage. 
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Response to Arguments 

9. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason E. Mattis whose telephone number is (571) 272- 
3154. The examiner can normally be reached on M-F 8AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (571 ) 272-31 55. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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